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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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1 . Applicant's Terminal Disclaimer, filed 1 0/6/05, overcomes the rejection based on 
obviousness double patenting. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an intemationa . ap .plication 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of sect.on 371 (c) of th.s 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
3. Claims 67, 68, 72, 75-93, 98, 99, 100, and 101 are rejected under 35 
U.S.C. 102(a and e) as being anticipated by Gonzalez et al. (USPN 6,120,049). 

Gonzalez shows a bicycle front fork including a lock-out valve 134 including a 
manually movable knob 138 and a blow-off valve 240 for blow-off passage 222. The 
blow-off valve is biased by spring 242 and compression of spring 242 can be altered by 
changing the position of nut 242. The nut is external to the compression chamber 112, 
as broadly recited, and is capable of manipulation manually, without tools. It is also 
removable so as to be adjusted exterior to the bicycle fork, as broadly recited, and the 
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adjustment of the blow off valve is independent from that of the lock-out valve. 
Therefore, Gonzalez meets applicant's claims, as broadly recited. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 66 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gonzalez et al. (USPN 6,120,049). 

Gonzalez fails to specifically teach manipulating the blow-off valve threshold 
pressure without the use of tools. However, it is old and well known that a nut, such as 
the nut 210 of Gonzalez that controls the threshold pressure of the blow-off valve 240, 
may be manually manipulated. Therefore, it would have been obvious to one of ordinary 
skill in the art to manually adjust the nut, without the use of tools, in order to provide fine 
tuning of the blow-off valve. 

6. Claims 65 and 94-97 are allowed. 

7. Applicant's arguments filed March 8, 2006 have been fully considered but they 
are not persuasive. 

Claim 65 is the only claim that specifies that the second adjuster is disposed 
externally to the bicycle fork. The other claims recite an "adjustment externally", but 
fails to what it is external. Therefore, the claims fail to distinguish over the prior art of 
record. 
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Applicant argues that the Gonzalez "blow-off' valve is not the same as 
applicant's and that it is not capable of "external" manipulation. Applicant argues that 
his blow-off valve is active in compression, not rebound. However, applicant has 
carefully drafted the claims that are currently rejected, not to define the specific 
operation of the blow-off valve. He has also not defined further distinguished the term 
"external". Therefore, the examiner assumes applicant means to define the invention 
broadly. Limitations cannot be read in from the specification. The broadest reasonable 
interpretation of the term "blow-off includes the rebound compression valve of 
Gonzalez. It also includes the compression blow-off valve structure taught by 
Gonzalez. This structure is adjustable by removing the valve from the fork and 
manually manipulating the nut outside of the fork. This operation is independent from 
adjustment of the lock-out valve. Therefore, the claim limitations are met, as broadly 
recited. 

8. Applicants amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne Marie M. Boehler whose telephone number is 571- 
272-6641. The examiner can normally be reached on 7:30-5:00, Monday-Thursday, 
and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lesley Morris can be reached on 571-272-6612. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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